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DETAILED ACTION 

Claims 1-4 are pending in the instant application. 

Information Disclosure Statement 

Receipt of an information disclosure statement, filed on 1 1/23/2003, is acknowledged. 
The signed and initialed PTO 1449 has been mailed with this action. 

Claim Objections 

Claim 4 is objected to because of the following informalities: the claim is grammatically 
incorrect in that the claim does not clearly indicate the numbers 4, 6, 8 and 10 are sequence 
identifiers. It would be remedial to amend the claim language to read something like "SEQ ID 
NOS: 3 and 4; SEQ ID NOS: 5 and 6." 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-4 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 is indefinite in that the metes and bounds of the term "have" are unclear. The 
term "have" can be interpreted as "consisting of or "comprising". It would be remedial to 
amend the claim to use either open or closed language. 
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Claim 2 is indefinite in that the metes and bounds of the term "has" are unclear. The 
term "has" can be interpreted as "consisting of or "comprising". It would be remedial to amend 
the claim to use either open or closed language. 

Claim 4 is indefinite in that the metes and bounds of the term "comprised of are unclear. 
It would be remedial to amend the claim to use "consisting of, "comprises", or "comprising." 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-4 are drawn to oligonucleotides comprising a sequence that differs by no more 
than three bases or base pairs from a sequence selected from the group consisting of SEQ ID 
NOS: 3-10, wherein the oligonucleotides may be double stranded and may be hybrid pairs 
selected from the group consisting of SEQ ID NOS: 3 and 4, SEQ ID NOS: 5 and 6, SEQ ID 
NOS: 7 and 8 and SEQ ID NOS: 9 and 10. The specification defines an oligonucleotide as a 
nucleic acid, generally of at least 10, preferably at least 15, and more preferably at least 20 
nucleotides, preferably no more than 100 nucleotides, that contains a specific protein binding site 
(page 10, lines 6-9). Given the broadest reasonable interpretation, the claimed invention 
encompasses any oligonucleotide comprising a sequence selected from the group of SEQ ID 
NOS: 3-10. 
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Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Wu et al (The 
Journal of Biological Chemistry, Vol. 268, No. 1, pages 52-58, 1993; see the entire reference) as 
evidenced by San Francisco et al (Nucleic Acids Research, Vol. 18, No. 3, pages 619-624, 1990; 
see the entire reference). 

Wu et al teach a 153 bp DNA fragment consisting of the ars promoter of E. coli plasmid 
R773 from nucleotides -105 to +48 (e.g. page 52, Preparation of DNA Fragments for the Gel 
Retardation and Footprint Assays; page 53, Promoter Region). Wu et al teach that the 153 bp 
DNA fragment contains the ArsR binding site (e.g. Figure 9). SEQ ID NOS: 3, 4, 7 and 8 are 
100% identical to the nucleotide sequence shown within Figure 9. The sequence shown within 
Figure 9 is a portion of the sequence contained within plasmid pJHWl, which consists of a 0.73 
kb EcoRI-Hindlll fragment of pWSUl cloned into plasmid pJBS633 (e.g. Table 1). 

San Francisco et al teach plasmid pWSUl and the 0.73 kb EcoRI-Hindlll fragment of 
pWSUl (e.g. page 619, Bacterial strains, plasmids and bacteriophage). San Francisco et al 
cloned the 0.73 kb EcoRI-Hindlll fragment into plasmids pUC18 and pUC19 and phages 
M13mp8 and M13mp9 for sequencing (e.g. page 619 Bacterial strains, plasmids and 
bacteriophage). The sequence of the 0.73 kb EcoRI-Hindlll fragment is contained in GenBank 
Accession No. X16045. The nucleic acids from bases 42-71, 71-44, 42-64 and 64-44 are 100% 
identical to SEQ ID NOS: 3, 4, 7 and 8 (alignments provided), respectively. Further, as 
indicated in the attached alignments, SEQ ID NOS: 3 and 4 and SEQ ID NOS: 7 and 8 are 
overlapping within GenBank Accession No. X16045. 

Therefore, Wu et al necessarily teach oligonucleotides comprising SEQ ID NOS: 3, 4, 7 
and 8 and hybrid pairs of SEQ ID NOS: 3 and 4 and SEQ ID NOS: 7 and 8. 
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Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Xu et al (The 
Journal of Biological Chemistry, Vol. 271, No. 5, pages 2427-2432, 1996; see the entire 
reference) as evidenced by Diorio et al (Journal of Bacteriology, Vol. 177, No. 8, pages 2050- 
2056, 1995; see the entire reference). 

Xu et al teach a 208 bp fragment containing the E. coli chromosomal arsR operator (page 
2429, Gel Mobility Shift and DNasel Footprinting Assays). Xu et al generated this fragment 
using the forward primer 5 ' -CGGAATT CCGACGC AAAGTC -3 ' and reverse primer 5'- 
CC AGACGGGTTTC ATCAGC AAGAATTTTG-3 ' for polymerase chain reaction amplification 
of the arsR operator region (e.g. page 2429, Primer Extension; page 2429, Gel Mobility Shift and 
DNasel Footprinting Assays). 

Diorio et al teach the sequence of the E. coli chromosomal ars operon (e.g. Figure 2 and 
GenBank Accession No. X80057). The primer sequences used by Xu et al are contained in the 
E. coli chromosomal ars operon sequence of GenBank Accession No. X80057. The underlined 
sequence of the forward primer corresponds to bases 534-546 of X80057. The reverse primer 
corresponds to bases 765-737 of X80057. Further, the nucleic acid sequences from bases 621- 
662, 662-623, 638-662 and 662-638 of X80057 are 100% identical to SEQ ID NOS: 5, 6, 9 and 
10 (alignment provided), respectively. Moreover, as indicated in the attached alignments, SEQ 
ID NOS: 5 and 6 and SEQ ID NOS: 9 and 10 are overlapping within GenBank Accession No. 
X80057. 

Therefore, Xu et al necessarily teach oligonucleotides comprising SEQ ID NOS: 5, 6, 9 
and 10 and hybrid pairs SEQ ID NOS: 5 and 6 and SEQ ID NOS: 9 and 10. 
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Conclusion 



No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennifer Dunston whose telephone number is 571-272-2916. The 
examiner can normally be reached on M-F, 9 am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Remy Yucel can be reached on 571-272-078 1 . The fax phone number for the 

organization where this application or proceeding is assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR, http://pair- 
direct.uspto.gov) can now contact the USPTO's Patent Electronic Business Center (Patent EBC) 
for assistance. Representatives are available to answer your questions daily from 6 am to 
midnight (EST). The toll free number is (866) 21 7-9197. When calling please have your 
application serial or patent number, the type of document you are having an image problem with, 
the number of pages and the specific nature of the problem. The Patent Electronic Business 
Center will notify applicants of the resolution of the problem within 5-7 business days. 
Applicants can also check PAIR to confirm that the problem has been corrected. The USPTO's 
Patent Electronic Business Center is a complete service center supporting all patent business on 
the Internet. The USPTO's PAIR system provides Internet-based access to patent application 
status and history information. It also enables applicants to view the scanned images of their own 
application file folder(s) as well as general patent information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 

9199. 
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